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THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

This Office Action is in response to the Election and Amendment filed on December 13, 
2004. 

Election/Restrictions 

Applicant's election of Species IV, claims 10 and 1 1 in the reply filed on 
December 13, 2004 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

Claims 6 and 12-26 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10, 11, and 27-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Applicant's Prior Art Figures 8C and 8D (APAF) in view of Yeh et 
al. (US 6,294,834 B1). 
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In re claim 10, the APAF 8C and 8D shows an RF passive circuit comprising; a 
semiconductor substrate (824); a via-hole (821 ) which is formed by applying a metal film 
(827) on an inside wall of a hole provided through the semiconductor substrate; a 
dielectric layer (834 and 832) which is formed on a main surface of the semiconductor 
substrate so as to cover the metal film; and an inductor (814) which is a spirally-formed 
metal layer formed on the dielectric layer. The APAF shows that a capacitor (815) is 
connected to the inductor. The APAF shows all of the elements of the. claims except the 
inductor forming a static capacity where one part faces the metal film of the via hole. 
Yeh et al. shows (fig. 1) a capacitor (32) formed over a substrate contact hole (20) and 
an inductor (L) formed over and in contact with the capacitor. With this configuration, an 
RF circuit can be formed having a reduced layout area (col. 4, lines 48-67). Therefore, it 
would have been obvious to one ordinary skill in the art at the time the invention was 
made to modify the RF circuit of the APAF by forming the inductor over the capacitor as 
taught by Yeh to form an RF circuit having a reduced layout. 

In re claim 1 1 , the recitation that "an RF choke used in at least one of a matching 
circuit and a bias feeding circuit, both circuits being included in an RF amplifier" has not 
been given patentable weight because it has been held that a preamble is denied the 
effect of a limitation where the claim following the preamble is a self-contained 
description of the structure not depending for completeness upon the introductory 
clause. Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81. See also MPEP 3 
2111.02 1 
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Furthermore, the limitations of the preamble constitute an "intended use" limitation. It 
has been held that a recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. Ex Parte Masham, 2 USPQ F. 2d 
1647 (1987). However, the APAF 8C and 8D disclose an RF choke used in at least one 
of a matching circuit and a bias feeding circuit, both circuits being included in an RF 
amplifier (Applicant's Spec pg. 2, lines 20-22). 

In re the remaining limitations of claim 1 1 , the APAF 8C and 8D shows an 
RF passive circuit comprising; a semiconductor substrate (824); a via-hole (821) which 
is formed by applying a metal film (827) on an inside wall of a hole provided through the 
semiconductor substrate; a dielectric layer (834 and 832) which is formed on a main 
surface of the semiconductor substrate so as to cover the metal film; and an inductor 
(814) which is a spirally-formed metal layer formed on the dielectric layer. The APAF 
shows that a capacitor (815) is connected to the inductor. The APAF shows all of the 
elements of the claims except the inductor forming a static capacity where one part 
faces the metal film of the via hole. Yeh et al. shows (fig. 1) a capacitor (32) formed over 
a substrate contact hole (20) and an inductor (L) formed over and in contact with the 
capacitor. With this configuration, an RF circuit can be formed having a reduced layout 
area (col. 4, lines 48-67). Therefore, it would have been obvious to one ordinary skill in 
the art at the time the invention was made to modify the RF circuit of the APAF by 
forming the inductor over the capacitor as taught by Yeh to form an RF circuit having a 
reduced layout. 
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In re claim 27, the APAF 8D already shows that the inductor (814) is connected 
to an input matching parallel capacitor having a first terminal (829) on one side of a 
dielectric layer (828) and a second terminal (831 ) on the other side of the dielectric 
layer. 

In re claims 28-30, the APAF discloses (App. Spec. pg. 5, lines 1-15) that the first 
and second terminals and the inductor contain gold. The APAF also disclose that the 
dielectric layer has a permittivity of at least 100. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Fujii (US 6,355,970) also shows an RF circuit having a inductor 
and capacitor formed together over a substrate. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew E. Warren whose telephone number is (571 ) 
272-1737. The examiner can normally be reached on Mon-Thur and alternating Fri 
9:00-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Thomas can be reached on (571) 272-1664. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

MEW 

March 16, 2005 ' 

im THOMAS 
SUPERVISORY PAF*' r ^ 



